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REMARKS 

102 RejftpHnn- 

a*. , W , and 35 „ rejected as TOs ^ is impn)per ^ ^ 

Claim 17 recites, in part: 

—» S a firs, onanism associated wi tn ,„e , mtnImeM to moye ^ 
ponton „ f , h e inner r^mOer di sMly , reMve „ ^ ^ «- 

pomon expands radia, ly and ^ a ^ ^ w ^ exnacied; J- *■ *«- - 

actuating a second mechanism associated with the instnim P nf m 

— . ~* to fc , SK1 end ^ . radiaJ — : :~ ho,,ow 

It is respectfully urged that Silverman 2,198 319 does nof Hi«.i 

u • Ji^aoes not disclose or suggest either a finsi- 

mechamsm or a second mechanism. The Exami 

reciting a first mechanism associate w,;n, o„ • ._ 

ism associated with an instrument to move the distal end portion of fh. 

m«.h • , respectfully urged u, at Silverman does not teach a 

itrr. mo ;° 8 ,he di5,a ' ^ i ~ — » - — 

«« and second mecnan.sn, are shown ,„ Silverman , „ ^ * 



iner cites col 2, lines 6-9 of Silverman as 
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Likewise, Claim 35 recites, in part: 

providing an instrument comprisine *«h ■>* i ♦ 

outer hollow rann.ila r^Hv. ,„ innrr m , M|[|| | " 

Roving * e ^ end portion Qf ^ inner member from a 

IT;:: with the -^-^-"-^ - • p— — - - **. e ;n 

the outer hollow cannula 

it „ ^ tfully ^ , ha[ Sihamm ^ ^ ^ ^ 

: zzt* ™ *• ,o * pMito " — - - — - - - -~ 

w i tn drawal of the rejection is req uested. 
103 Rej ections: 

bZl I l - — k « * » - «. rejection is i mproper 

because theappncaUonofSUvennantoaaimn. As set forth above, Silvennan 

*- « .each a ac.uat.ng a f,„, danism or ^ . ^ J™ 

obv,ou S „ess rej ec,iou > «— 't based on a fau,t y premise that SUvemT 

anticipates Claim 17. 



O*- 21 and 22 are rejected as unpatentable over Schramm e, a). -10. • in view of Silverman 
Th,s rejeefon is proper for at least the following rase™. Overman. 

I. is respect^ urg cd tha, the Examiner has „ ot „ mc burfe „ 0 ^ 

There must be some suggestion or motivation iaJ he J! ri 2o0 , 0 modify , reference „ 
^erence teachings, 2 . There mus , ta . _, e ^ ~" 

»he„ combined mus, teach or suggest a„ the Cairn .imitation, (See MPEP 214 3 , 
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No Motivation to r^h; 



ne: 



As noted in the previous response, Schramm et al « 1 0i , ♦ u 

a distal ™rH~ ■ - _ ammetal. 101 does not teach an inner member having 

ad.sta.por.onbaasedtoexpandradiaNyatitsdistaJend. Nor does Schnu™ et al 101 teach or 

reJative to the outer member P^th^ , 

member. Rather, Schramm et al. '101 teaches a first needle 86 and a 

;r;,t t fUrther stttes that firet needie M is 

^ 87 . t, SS ue holding ^ ,„ ^ from shaf _ s7 ColurmTll, lines 5CMS2) 

or suggest expansion. acft 

N»does Schranuneta,. -H)! ^ors ag ^ tar , inmbal , ^ 

is cosed tadiaUy by ^tive movement of tbe inner member and , he outer 



substantia) Mmes ofnp^t^ n | ^ £iL ^ u 

Because Sen™ « aj. -10, ■ Kaches „ jnner ^ ^ ^ 

effort to mod.fy S.Kerman wilh , he of Schramm ^ 

away from the needle configuradon sough, by Silverman. 

Combination would not . f r * ih. n ,, imf rf M . |h ,^. 

Furtber, it is „„, clea r how tne ^ ^ ^ ^ 

d, .a, pentose tnner needle exposed a. substanMy a „ , imes of operation . So jf one ^ 
* spnng dev.ee of Schramm e, a,, and place i, in Si.verman. i, is respectfully urged that tcM 
*• -,u»g combination did operate, the resulnng device would leave the i„L needle! 



-6- 



PACE 6/7 " RCVD AT 2/24/2004 4:53:25 PM [Eastern Standard Time] * 6VR:USPTO-EFXRF-1/3 * DNIS: 8729308 • CSID:513 337 8489 • DURATION (mm-ss):02-14 




Feb 24 04 04:58p 



Ethicon Endo-Surgery 



51 3-337-8489 



P-7 



*«™. ^ exposed fc ^ ^ jf ^ 

App^a mvcn „ on a „ d improperly pjcking md choosin8 some 



Conclusion- 



aoove, and to allow the claims in the next office action 



Respectfully submitted, 




Geity-wessel 
Reg. No. 34,342 
Attorney for the AppJicants 



Johnson & Johnson 

One Johnson & Johnson Plaza 

New Brunswick, NJ 08933-7003 

(513) 337-3535 

Dated February 24, 2004: 
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